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Office Action Summary 

Application No. 

10/795.857 

Appllcant(s) i^^,^..^ 
SCHUCH ETAL 

Examiner 

Alvin T. Raetzsch 

Art Unit 
1754 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. ^ 

- If NO period for reply is specified above, the maximum statutory period will apply and win expire SIX (6) MONTHS from the mailing date of this communicabon. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1.704(b). 

Status 

I) S Responsive to communication(s) filed on 06 March 2006 , 
2a)EI This action is FINAL. 2b)D This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11. 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1^21 is/are pending in the application. 

4a) Of the above claim(s) 1 and 12-17 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) 2-11 and 18-21 is/are rejected. 
?)□ Claim{s) is/are objected to. 

8) S Claim(s) 1-21 are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

I I) n The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomn PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acl^nowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 
2.n Certified copies of the priority documents have been received in Application No 


3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 


Attachment(s) 

1) □ Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 
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Election/Restrictions 

1. Applicant's election of claims 2-11 & 18-21 in the reply filed on 3/6/06 is 
acknowledged. Because applicant did not distinctly and specifically point out the 

supposed errors in the restriction requirement, the election has been treated as an 
election without traverse (MPEP § 818.03(a)). 

2. With regard to the applicant's statement directed toward a rejoinder if the 
product claims are indicated as allowable, attention is directed to the following, which 
was presented in the previous office action: 

The examiner has required restriction between product and process claims. 
Where applicant elects claims directed to the product, and a product claim is 
subsequently found allowable, withdrawn process claims that depend from or 
otherwise include all the limitations of the allowable product claim will be rejoined in 
accordance with the provisions of MPEP § 821.04. Process claims that depend from or 
otherwise include all the limitations of the patentable product will be entered as a 
matter of right if the amendment is presented prior to final rejection or allowance, 
whichever is earlier. Amendments submitted after final rejection are governed by 37 
CFR 1.116; amendments submitted after allowance are governed by 37 CFR 1.312. 

In the event of rejoinder, the requirement for restriction between the product 
claims and the rejoined process claims will be withdrawn, and the rejoined process 
claims will be fully examined for patentability in accordance with 37 CFR 1.104. Thus, 
to be allowable, the rejoined claims must meet all criteria for patentability including the 
requirements of 35 U.S.C. 101, 102, 103, and 112. Until an elected product claim is 
found allowable, an otherwise proper restriction requirement between product claims 
and process claims may be maintained. Withdrawn process claims that are not 
commensurate in scope with an allowed product claim will not be rejoined. See 
''Guidance on Treatment of Product and Process Claims in light of In re Ochiai, In re 
Brouwer and 35 U.S.C. § 103(b)," 1184 O.G. 86 (March 26, 1996). Additionally, in order 
to retain the right to rejoinder in accordance with the above policy, Applicant is advised 
that the process claims should be amended during prosecution either to maintain 
dependency on the product claims or to otherwise include the limitations of the product 
claims. Failure to do so may result in a loss of the right to rejoinder. Further, note that 
the prohibition against double patenting rejections of 35 U.S.C. 121 does not apply 
where the restriction requirement is withdrawn by the examiner before the patent 
issues. See MPEP § 804.01. 
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Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior Office action. 

3. Claims 2-4, 8, 10, 18, & 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Klasen et al. (US 5,480,626) in view of Bush (US 5,236,992). 

Klasen et al. teaches carbon black pellets that have a hardness of 10-50 grams 
(Claim 7d), an average diameter between 0.5 and 4 mm and a suitable diameter range 
(Claim 7a-b), and pre-dried moisture contents of 43-52% (Table 1). 

Bush teaches carbon black pellets having a DBF of >100, a CDBP of >78, and a 
surface area of <70 mVg (Table 3). 

Klasen states that carbon blacks with properties in the range of 40-450 DBF and 
surface areas of 30-1200 are suitable for the disclosed pelletizing process. It therefore 
would have been obvious to someone of ordinary skill in the art to use the carbon 
blacks taught by Bush in the process taught by Klasen in order to achieve a carbon black 
pellet with specific properties. The intrinsic properties of the carbon black of Bush can 
be used to create a pellet with the extrinsic properties taught by Klasen in order to 
create a pellet with good flowability and dispersability. 

Claims 8, 10, 18, & 20: Bush teaches using the carbon black pellets in rubber 
compositions for making hoses and belts. 

The process limitations of claim 2 do not necessarily limit the product itself. 
Froduct-by-process claims can be defined by process limitation, but the patentability is 
based upon the product itself. The product is defined only by properties that would 
necessarily be imparted on the product. The product, as claimed, would have been 
obvious over the prior art as discussed above. When the examiner provides a rationale 
tending to show that the claimed product appears to be the same or similar to that of 
the prior art, although produced by a different process, the burden shifts to the 
applicant to come forward with evidence establishing an unobvious difference. See 
MFEF § 2113. 
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4. Claims 5-7, 9, 11, 19, & 21 are rejected under 35 U.S.C, 103(a) as being 
unpatentable over Klasen et al. (US 5,480,626) in view of Vogler et al. (US 6,231,624). 

Klasen et al. teaches carbon black pellets that have a hardness of 10-50 grams 
(Claim 7d), an average diameter between 0.5 and 4 mm and a suitable diameter range 
(Claim 7a-b), and pre-dried moisture contents of 43-52% (Table 1). 

Vogler et al. teaches carbon black pellets having a DBF of 46, a CDBP of 44, and a 
surface area of 45 mVg (Table 1, CB 5). Vogler teaches a hardness and average particle 
size slightly lower than claimed. 

Klasen states that carbon blacks with properties in the range of 40-450 DBF and 
surface areas of 30-1200 are suitable for the disclosed pelletizing process. It therefore 
would have been obvious to someone of ordinary skill in the art to use the carbon 
blacks taught by Vogler in the process taught by Klasen in order to achieve a carbon 
black pellet with specific properties. The intrinsic properties of the carbon black of 
Vogler can be used to create a pellet with the extrinsic properties taught by Klasen in 
order to create a pellet with good flowability and dispersability. 

Claims 9, 11, 19, & 21: Vogler and Klasen teach the use of carbon black pellets in 
rubber compositions. It is well known in the art to use such rubber compositions in 
articles such as tires, belts, and hoses. 

The process limitations of claim 5 do not necessarily limit the product itself. 
Product-by-process claims can be defined by process limitation, but the patentability is 
based upon the product itself. The product is defined only by properties that would 
necessarily be imparted on the product. The product, as claimed, would have been 
obvious over the prior art as discussed above. When the examiner provides a rationale 
tending to show that the claimed product appears to be the same or similar to that of 
the prior art, although produced by a different process, the burden shifts to the 
applicant to come forward with evidence establishing an unobvious difference. See 
MPEF§2113. 
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Response to Arguments 
5. Applicant's arguments filed 3/6/06 have been fully considered but they are not 
persuasive. 

With regard to the arguments directed towards the processes of the prior art, the 
claims are product claims and while product claims may be defined by process 
limitations, the patentability of a product defined by process claims is determined by 
the product properties and those that the process necessarily defines. The prior art can 
still read on the current claims without teaching the process limitations, as is the case 
here. The applicant must submit factual evidence showing a difference of the product 
over the prior art when the processes of making are different. Arguments are not a 
substitute for evidence. Attention is directed to MPEP 2113. 

The applicant's statements that the properties of Bush are intrinsic are correct, as 
stated in this and the previous office action. This would give carbon black pellets made 
with the black of Bush these properties, hence the combination of Bush and Klasen. The 
applicant argues that Bush does not teach the pelletizing or handling of the black after 
production. This is correct, but does not invalidate the combination of the references. 
Bush leaves it open to palletize or handle the black after production to those methods 
known in the art, such as taught by Klasen. In addition, the applicant's 
motivation/benefit for making the claimed the product does not need to be predicted 
by the prior art. Any motivation for combining references that would have been 
obvious to one in the art is valid. 

The arguments towards Vogler are misplaced. The applicant argues the 
pelletization process of Vogler, when in fact the rejection was based on the intrinsic 
properties of the carbon blacks made by Vogler and their use in the pelletization 
process of Klasen. 

Again, the motivation to combine the references does not need to be based, nor 
was based, on the applicant's discovery of improved conveyance. The discovery of a 
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property, as argued extensively, does not preclude a case of prima facie obviousness 
based on alternate motivations. Klasen clearly teaches the range of intrinsic carbon 
black properties that are suited for their process, and the use of any blacks falling in 
those ranges is seen as obvious. 

The table provided in the arguments does not address the rejections correctly. 
Vogler should be on the top row under carbon black formation as discussed above. The 
text of the table was discussed above. 

Conclusion 

Applicant's amendment necessitated any new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and 
any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date 
of the advisory action. In no event, however, will the statutory period for reply expire 
later than SIX MONTHS from the date of this final action. 

Any inquiry concerning communications from the examiner should be directed 
to Alvin T. Raetzsch at 571-272-8164, normally 9-5 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stanley Silverman can be reached on 571-272-1358. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system, see http://pair- 
direct.uspto.gov, or contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). For assistance from a USPTO Customer Service Representative or the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



STUART LHEfiORtCKSON 
PRIMARY EXAMMH) 


